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1 . This action is in response to the application filed on May 25, 2001 . Claims 1-14 
are pending. 

2. Applicant has submitted eight Information Disclosure Statements (IDS). There 
are over one hundred ninety documents that the examiner has considered in these 
IDSs. The examiner has considered the cited documents to the extent possible given 
the large number of documents cited and the limited resources provided to the examiner 
by the Office. The examiner is not given an unlimited amount of time to examine 
applicant's application. Applicant's duty of disclosure applies to information material to 
patentability. Applicant should not cite documents that are not material to the 
patentability of applicant's claimed invention. In addition, applicant should not cite 
information that is cumulative to information already of record or being made of record. 
See MPEP 2001 . Applicant's claimed invention is directed to a device that can be 
powered through a bus or by an external power supply. Circuitry automatically 
determines which of the two power modes is being used to power the device and 
automatically reports the mode of power. Applicant's have cited numerous documents 
that seem to have nothing to do with the claimed invention such foam packaging, 
electro magnetic interference, mechanical mechanisms for inserting a memory cartridge 
into a drive or slot, various disk drive mechanisms and disk drive circuitry. Citing 
information not material to patentability such as documents that are clearly not directed 
to the claimed invention merely requires the examiner to expend the limited resources 
considering non-material information that could have been spent on other examining 
procedures. The examiner requests applicant to sufficiently review the cited art and 
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point out any portions of the references that applicant deems material to the 
patentability of the claimed invention. 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

5. Claims 1, 2, 5, 8, 9 and 12 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Kawahara et al., U. S. Patent 6,285,092 in view of Oprescu et al., 
U.S. Patent 5,842,027. 

Per claims 1 , 2, 5, 8, 9 and 1 2: 

A) Kawahara et al teach the following claimed items: 
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1 . a first coupling section coupled to a bus that includes a power line with 
coupling sections 23 or 24 or 25 of figure 4, at column 1 , lines 23-25 and 32-48 
and at column 6, lines 14-36; 

2. a second coupling section coupled to a source of power (power supply 2) 
with coupling section 1 1 of figure 4 and at column 4, lines 55-63; 

3. circuitry coupled to the first and second coupling sections with figures 3 
and 4; 

4. a first mode in which the circuitry draws power from the power line through 
the first coupling section when no power is received through the second coupling 
section with figure 7 and at column 10, line 52 - column 11, line 16; 

5. a second mode in which the circuitry draws power through the second 
coupling section when a power source is supplying power to the second coupling 
section with figure 7 and at column 9, line 36 - column 10, line 3; 

6. automatically determining which of the first and second modes (first and 
second power classes) the circuitry is operating in with figure 7, at column 9, line 
36- column 10, line 3 and at column 10, line 52 - column 11, line 16. 

B) The claims seem to differ from Kawahara et al in that Kawahara et al fails 
to explicitly teach automatically reporting through the first coupling section (IEEE 
1394 bus) whether the circuitry is currently operating in the first or the second 
mode (first or second power classes) as claimed. 

C) However, Kawahara describes that Power Class Controller 7 of figures 3 
and 7 supplies an output signal of the power class (mode). In addition, Kawahara 
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describes that Power Class Controller 7 of figures 3 and 7 sets the power class in 
compliance with the IEEE 1394 standard at column 7, lines 19-22. Therefore, 
Kawahara discloses the claimed invention except for explicitly reciting that the 
mode information is automatically reported through the first coupling. Oprescu 
teaches that it is known to automatically report (update) through the first coupling 
section (IEEE 1394 bus) whether the circuitry is currently operating in the first or 
the second mode with the current device state of figure 2, at column 6, line 65 - 
column 7, line 10 and at column 10, lines 15-20. It would have been obvious to 
one having ordinary skill in the art at the time the invention was made to 
automatically report through the first coupling section (IEEE 1394 bus) whether 
the circuitry is currently operating in the first or the second mode, as taught by 
Oprescu, in order to update the power management database to maintain 
accurate information. One of ordinary skill in the art would have been motivated 
to combine Kawahara and Oprescu because of Oprescu suggestion maintaining 
about each devices operational states to more precisely determine and control 
the efficient power utilization of the devices at column 3, lines 3-1 5. It would have 
been obvious for one of ordinary skill in the art to combine Kawahara and 
Oprescu because they are both directed to the problem of determining the power 
requirements of devices on an IEEE 1394 bus in order to efficiently manage 
power utilization of the devices and the bus. 
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6. Claims 3-4, 6-7, 10-1 1 and 13-14 are objected to as being dependent upon a 
rejected base claim, but would be allowable if rewritten in independent form including all 
of the limitations of the base claim and any intervening claims. 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Dennis M. Butler whose telephone number is 703-305- 
9663. The fax phone number for the organization where this application or proceeding is 
assigned is 703-872-9306. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703-305- 
3900. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




Dennis M. Butler 



Primary Examiner 
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